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REQUEST FOR REVIEW BY GROUP DIRECTOR OF ART UNIT 1631 in 2 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT 



Applicant 
Appl. No. 
Filed 
For 

Examiner 



Sibley et al. 

09/829,631 

April 10, 2001 

THE ST-B17 SEROTONIN 
RECEPTOR 

Allen, M. 



Group Art Unit 1631 



REQUEST FOR REVIEW BY GROUP DIRECTOR OF ART UNIT 163 1 

United States Patent and Trademark Office 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Applicant hereby requests review by the group director of art unit 1631 of the issue 
whether by containing the desired set of claims rather than adding the desired set of claims by 
preliminary amendment, the continuation application does not contain new matter and cannot be 
redesignated as a continuation-in-part. Attached is a copy of an "Interview Summary" indicating, 
"The requirement for a CIP oath was not resolved and applicant may petition." Applicant 
requests this review by the group director of art unit 1631 instead of petition to the commissioner 
without prejudice. 

Attached is "Informal Communication for Discussion Purposes Only" faxed in 
expectation of the interview summarized in "Interview Summary," The issue for review is set 
forth on page 4. To reiterate, applicant asked for consideration of the attached marked-up copy 
of MPEP 201.06(c) indicating that the Patent Office strongly recommends that a continuation 
application contain only the desired set of claims rather than add the desired set of claims by 
preliminary amendment. The filing of the desired set of claims (Claims 1-16) rather than adding 
the desired set of claims by preliminary amendment resulted in the office action (copy attached) 
determining that the continuation application contains new matter and must be redesignated as a 
continuation-in-part. Nevertheless, the MPEP additionally indicates that the prior set of claims 
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was properly incorporated by reference by a statement in the application transmittal letter 
specifically enumerating the prior application. There is no dispute that, other than the desired set 
of claims, the specification is identical to the prior specification (except for the introduction of 
SEQ ID identifiers). Assuming for the sake of argument that Claims 1-16 did not meet the 
requirement under 35 USC 112/1 for written description (although they were not rejected under 
35 USC 112/1 for lack of written description), the claims have been canceled and replaced with 
Claims 17-28. By containing the desired set of claims rather than adding the desired set of claims 
by preliminary amendment, toe continuation application does not contain new matter (although 
there is a dispute as to whether subsequently-canceled Claims 1-16 meet the requirement under 
35 USC 112/1 for written description), the specification of winch is otherwise identical to the 
prior specification (except for the introduction of SEQ E) identifiers), properly incorporates by 
reference the prior set of claims, and conforms with the procedure strongly recommended by the 
Patent Office, and therefore cannot be redesignated as a continuation-in-part. 

Applicant hereby requests determination by the group director of art unit 1631 of the issue 
that, by containing the desired set of claims rather than adding the desired set of claims by 
preliminary amendment, the continuation application does not contain new matter and cannot be 
redesignated as a continuation-in-part. A shortened statutory period for reply was set to expire 9 
March 2004, and the statutory period is set to expire 9 June 2004. A determination in time for 
Applicant to meet the deadline of 9 April or 9 May 2004 at the latest is respectfully requested. 



Respectfully submitted, 



KNOBBE, MARTENS, OLSON & BEAR, LLP 





Nancy W. Vensko 
Registration No. 36,298 
Attorney of Record 
Customer No. 20,995 
(80S) 547-5585 
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Interview Summary 



fApplliatlon No, 

09/629,631 


Applicants) 

SIBtEYETAL 


Examiner 
Marianne P, Allen 


Art Unit 

1631 





All participants (applicant, applicant's representative, PTO personnel): 
ti Mtori*nn*P.AU*n . {Z) ^nc Y VenskO . 

(2) Michael Woodward . 

Date of Interview: 17 March 2004 . 



{A\ Marlna Gofdev. Brie Ives . David Sibley. 



Type: a)D Telephonic b)D Video Conference 
c)S Personal [copy given to: 1)d applicant 

Exhibit shown or demonstration conducted: d)D Yes 
If Yes, brief description: • 



2)S applicant's representative] 
e)E No. 



Clalm(s) discussed: all pending . 
Identification of prior art discussed: none. 

Agreement With respect to the claims f)H was reached. g)Q was not reached, h)d N/A, 

Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: See Contin uation Sheet 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached,) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE ■ 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office fdion has already I ^^'^ JEIKrv 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERV EW SUMMARY 
FORM, WHICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record of Interview requirements on reverse side or on attached sheet, 



Examiner Note: You must sfgn this form unless it is an 
Attachment to a signed Office pdion. 




Examiner's signature, If required 3/0/0^ 



us, patoni md Tftdefnaflc office 
PTOL-413 (Rev. 04-03) 



intwviBw summary 



Paper No. 20040317 
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Summary of Record of IntervW Requirements 

pppllcsqflDh whether °r net an agreement with the ewmlnef was reached at the Interview. 

Tftla 3T Code of F«dtral RftQUlaflone (PFW § 1.1*3 Interviews 

in every Instance whore recMdarallon I* requested ff. v|awof en Interview wtM^ttr, a complete whteni atelenwt *£^SJK^ ^JEu^c ?£n 
w7Sfl fSSiCT appfl^HL An Intend <oee. p* remove the neoewlty W reply * Office adjen « apeclfW In §S 1111 ■ 1 -133. C36 US.C. 132) 

37CFR§1.2 Bqaineeateba transected In writing- . . . . _ _ . . . 

AH bjalneaa with the Patanl or Trademark Office should be transacted In writing, Th» personal aflenda.nce of applicants or fralr attorneys or at the Patent and 

«» «« Remark Offlc- be baaed vriuMy on the wrlttan record In lh« Office. No attend will ha paid to 
any alleged oral promise, stipulation, or understanding In retortion to which lh»ra Is d|Bagmement or *hjW. 



•^3 act|on of ^ Pat6nt qpd Trademark Office cannot be based exclusively on the written record In the Office If that record Is Itself 
incomplete through the failure to record the substance of Interviews. 

P It Is the fmnilM the appllcam or the attorney or agent to make the substance of an Interview of record In the appllcaHon file, unless 
the examiner indicates he or she Will do so, it Is the examiner's responsibility to see that such a record is made and to correct material Inaccuracies 

*** Fon, for each Interview held w.ere a matter of **^Wm *<™^ *• 

Interview by checking the appropriate boxes and filling In the blanks- Discussions regarding only procedural matters, greeted solely to restrlc«on 
Semen* hl»W»«l|on Is otherwise provided fer In Sectfon 812X1 of the Manual of Patent Examining P^cedure, or pMnfl 
out typographical errors or unreadable script in Office actions or the like, are excluded from the Interview recordation procedures below. Where the 
substance of an Interview Is completely recorded In an Examiners Amendment no separate Interview Summary Rewrite required. 

The Interview Summary Form shall be given an appropriate Paper No. ? placed ih the right hand portion of the file, and listed I or i the 
-Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the Interview. In the case of a telephone or video-conference Interview, the copy is mailed to the applicant's correspondence address 
either w|ih or prior to the next official communication, If additional correspondence from the examiner Is not Ikely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the Interview rather than with the next official communication. 

The Form provides for recordation of the following Information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of Interview 

- Type of Interview (telephonic, vjdeo-confarence, or personal) 

- Name of participant) (applicant,. attorney or a,gent. examiner, other PTO personnel, etc) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art dlscgsseo; 

- An indication whether an agreement was reached and If so, a description of the general nature pf the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability Is tentative and does 
not restrld further action by the examiner to the contrary, 

- The signature of the examiner who conducted ihe Interview (If Form is not an attachment to a signed Office action) 

It Is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of ihe Interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the Interview 
unless it includes, or Is supplemented by the applicant or the examiner to include, a|| of the applicable Items required below concerning the 
substance of the Interview, 

A complete and proper recordation of the substance of any Interview should Inalude. at least the following applicable Items: 

1 ) A brief description of lh® nature of any exhibit shown or any demonstration conducted, 

2) en Identification of the claims discussed, 

3) an Identification of the specific prior art discussed, _ , , J JA . „ 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Form completed by the Examiner, 

5) a brief Identification of thB general thrust of the principal arguments presented to the examiner, 

(The Identification of arguments need not be lengthy or elaborate, A verbatim or highly detailed description of the arguments Is not 
required, The Identification of the arguments Is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be MncJemtood In the context of the application file, Of course, the applicant may desire to emphasize and fully 
deserve those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general Indication of any other pertinent matters discussed, and 

7) |f appropriate, the general results or outcome of the interview unless already described In the Interview Summary Form completed by 
the examiner, 

Examiners are expected fo carefully review the applicant's record of the substance of an Interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner ahoL||d send a (etter setting forth the examiner's version of the 
statement attributed to him or her. If the record Is corpplate and accurate, the examiner should place the Indication, "Interview Record OK on the 
paper recording the substance of the interview along with the date and the examiner's initials, 



MAR. £5.2004 11 :31AM KMOB SAN LUIS OBISPO 



NO. 701 P. 6/20 



Cont.nuatlonSI,8rt(PTOL-413) Application No. 09/829,631 

Continuation of Substance of Interview including description of the general nature of what was agreed to if an 
agreement was reached, or any other comments; Claim language for part c of claim 1 7 to avoid a new matter rejection 
was agreed upon. This pqrtion of the claim will he rewritten using language reflecting that the nucleic acid is Isolated 
from a human genomic library and hybridizes to both probes as set forth in Example 9. The requirement for a CIP oath 
was not resolved and applicant may petition. Applicant will also amend the claims and specification to reflect the 
current nomenclature (5-HT-6) for this receptor . 
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TO: 

USPTO Facsimile No. : 
USPTO Reference: 



Attorney: 

PHONE No.: 

Attorney Docket No. : 
Total Pages: 
Docketing Agent: 
Date: 



Examiner Marianne Allen / Supervisor Michael Woodward 
571-273-0712 / 571-273-0722 
Applicant; Sibley et al. 
Serial No.: 09/829,631 
Filed: April 10, 2001 

Title: THE ST-B1 7 SEROTONIN RECEPTOR 

Nancy W. Vensko 

805-547-5585 

NTH047.1CP1C1 

8 (INCLUDING COVER SHEET) 



March 5, 2004 

If You Did Not Receive all Of The Pages, Please Call Back Immediately. 
Facsimile Operator Phone Number: (805)547-5580 
Direct Line to Machine: (805) 547-5590 
MESSAGE: Attached for filing in the above-referenced application are: 

INFORMAL COMMUNICATION FOR DISCUSSION PURPOSES ONLY in 4 
pages; and marked up copy of MPEP 201.06(c) in 4 pages. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PATENT 



Applicant 
Appl. No, 
Filed 
For 

Examiner 
Group Art Unit 



Sibley et al. 

09/829,631 

April 10, 2001 

THE ST-B17 SEROTONIN 
RECEPTOR 

Allen, Marianne P. 
1631 



TMBflRMAL COMMUTATION F OR DISCUSSION PTTRPOSES ONLY 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

Dear Sir: 



In preparation for the in-person interview scheduled for Tuesday, 17 March 2004, at 10 
a.m., please consider the following proposed amendment (for which support is found throughout 
the specification, for example, at 22:37): 
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Appl-No. : W 09/829,631 

Filed ; April 10, 2001 

PROPOSED AMENDMENTS TO THE CLAIMS 
Please amend Claim 17 as follows under this proposed amendment: 

1-16 PREVIOUSLY CANCELED 

17. (Currently amended) An isolated nucleotide sequence encoding a serotonin receptor 
protein St-B 1 7, said nucleotide sequence being selected from: 

(a) a nucleotide sequence comprising SEQ ID NO:7; 

(b) a nucleotide sequence comprising SEQ ID NO : 1 2 ; 

(c) a human nucleotide sequence hybridizing under moderate stringency 
conditions at 6XSSC and 55°C, P H7, to a 1192 bp Xmal-BstXI or a 655 bp BamHI-EagI 
fragment fiom SEQ ID NO:7; or 

(d) a nucleotide sequence encoding a protein having the amino acid sequence 

shown by SEQ ID NO;8 or SEQ ID NO:13. 

18. (Previously presented) The nucleotide sequence according to Claim 17, wherein said 
nucleotide sequence is selected from (a). 

19. (Previously presented) The nucleotide sequence according to Claim 17, wherein said 
nucleotide sequence is selected from (b) , 

20. (Previously presented) The nucleotide sequence according to Claim 17, wherein said 
nucleotide sequence is selected from (c). 

21. (Previously presented) The nucleotide sequence according to Claim 17, wherein said 
nucleotide sequence is selected from (d). 

22. (Previously presented) A recombinant construct comprising the nucleotide sequence 
according to Claim 1 7, operably linked to a heterologous promoter. 

23. (Previously presented) The recombinant construct according to Claim 22, which is an 
expression vector. 

24. (Previously presented) The recombinant construct according to Claim 23, which is a 
eukaryotic expression vector. 

25. (Previously presented) A mammalian cell line comprising the nucleotide sequence of 
Claim 17, said mammalian cell line expressing St-B 17 serotonin receptor. 

26. (Previously presented) The cell line of Claim 25, wherein said cells are derived from a 

human. 

27 . (Previously presented) The cell line of Claim 26, wherein said cells are HEK 293 . 
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ApplNo. ; 09/829,631 

Filed : April 10, 2001 

28. (Previously presented) An isolated protein encoded by the nucleotide sequence of any 
of Claims 17-21. 
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ABDlNo. : W/829,«31 

Filed = April 10, 2001 

-n- HW* if ^ntlnuation .nnllration r|nes pot nmHn t1*W Wfrr « J 
rannot be rsdP f ji lted as a <*^p|«hni>jn-l>art 
Additionally, please consider the attached marked-up copy of MPEP 201.06(c) indicating 
flat to Patent Office strongly Kcommends that a continuation application retain only the 
desired set of claims rather than aid the desired set of claims by preliminary amendment Tie 
fiUng of the desired set of claims (Claims 1-16) rather to adding the desired set of chums by 
preliminary amendment resulted m the office action deterrniring mat the continuation application 
contains new matter and must be redesignated as a continuation-in-patt. Nevertheless, the MPEP 
additionally indicates that the prior set of claims was properly incorporated by reference by a 
statement in the application transmittal letter specifically enumerating the prior application. 
There is no dispute that, other man the desired set of claims, the specification is identical to the 
prior specification (except for the introduction of SEQ ID identifiers). Assuming for the sake of 
^ent that Claims 1-16 did no. meet the requirement under 35 USC 112/1 for Written 
description (although they were not rejected under 35 USC 112/1 tor lack of written description), 
the claims have been canceled and replaced with Claims 17-28. By containing the desired set of 
claims rather than adding the desired set of claims by preUminary amendment, the continuation 
application docs not contain new matter (although there is a dispute as to whether subsequently- 
canceled Claims 1-16 meet the requirement under 35 USC 112/1 for written description), me 
specification of which is otherwise identical to the prior specification (except for the introduction 
of SEQ ID identifiers), properly incorporates by reference the prior set of claims, conforms with 
the procedure strongly recommended by the Patent Office, and cannot be redesignated as a 
contuvqatiom-in-pait. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 
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MANUAL OF PATENT EXAMINING PROCEPURE 



201.06(c) 37 CFR 1.53(b) and 37 CFR 
l;63(d) pivisiqnal-pontinuation 

Procedute{R-l]" 

37 CFR 153. Application wmpen filing date, and, 
completion of application, , 

• •**»*• ■ ' 

(b) Application filing r^uiremma - NanpnwifioMl appli- 
cation- The filing date of an application for patent filed under ttifl 
section, except for a provisional (^hcadon under paragjniph (c) 
of this section or a continued prosecution application under para- 
graph (4) of this section, is the dale on which a iipepfflcabon as 
prescribed by 35 U.S.C. 112 containing a description pursuant to 
U.71 and ot least one claim pursuant to § 1.75, and any drawing 
required by § 1.81(a) are filed in tbePatentand Trademark Office, 
No new mama may be introduced into an application after its fil- 
ing date, A continuing application, which may be a conation, 
divisional or continuarion-ih-pvt application, may be filed under 
the condirions specified in 35 U.S.C. 120. 121 or 365(c) and 
§ 1.78(a). 

(1) A continuation or divisional application that names as 
inventors *e same or fewer than all of the inventor* named in the 
prior application may be filed under this paragraph or paragraph 

(d)of rhissectiqn. ■■ 

(Z) A continuation-in-part application (which may dis- 
close and claim subject matter not disclosed in the prior applica- 
tion) or a continuation or, divisional application naming .an . 
inventor not named in the prior application must bo filed under 
this paragraph. 

. ..... ***** 

i 

37 CFR 1.63. Oath or Declaration. 

«'**** 

(dXl)A newly executed oath or declaration is not required 
under § 1.51(b)(2) and S 1.53(f) in a continuation or divisional 
application, provided mat; _ 

(1) The prior nCnprovislonal application conuuned an 
oath or declaration as prescribed by paragraphs (a) through (c) of 
Ihis section; 

(ii) The continuation or divisional application was filed, 
by all or by . fewer ,lijan all of ihe inventors named in the ' prior 

application; ," ■-. .'.ii r . " i' • ■ 

(JU) The specificBtipn and drawings filed in the cdnnnua- 
tion or divisional application contain op matter that would have 
been new matter in the* prior application; mid 

(iv) A copy of the executed oath or declaration filed in the 
prior application, showing the signature or an indication thereon 
that it was signed, is submitted for the coritinuatioh' or divisional 

application, . 

(2) The copy of the executed oath or declaration submit- 
ted under this paragraph for a continuation of divisional applica- 
tion roust be accompanied by a statement requesting me deletion 
of the name or names of the person or persons Who are not inven- 
tors in the continuation or divisional application 



(3) Where the executed oath or declaration of which a 
copy is submitted for a continuatioii or divisional appUoation was 
c^aJlyfaedtaatriorappli^^ V 47 - 
diJcopy of tbe execujed pafliw declaration for such prior appuca* 
tionmustteacwmApiuuedby; ...» 

"(i) A copjf of the decision granting a petiuonto 
accord § 1.47 status tothe prior application, unless all inventors or 
W represeMarives have filed an«>w or declaration to join in an 
apnlicatim aecorded status under § 1,47 of which the cc^uatum 
■ or divisional application claims a benefit under 35 U.S.C. 120, 
121, or 365(c); and 

(ii) If one or more inventor^) or legal represents 
tive(s) who refused iojoin in the prior application or could not be 
r<JU nd dr reached haS subsequently joined in tbe prior application 
or another appUcatibu 'of which the critfrirtn or *™ c,nal 
« Lotion eSns a benefit under 35 U.S.C. 120, 121, or 365(c a 
copy of the subsequently executed oath(s) or declaration(8) rued 
' by fte inventor or legal rer^sen^ 

(4) Where the power of attorney (or authorization of 
agent) or correspondence address was changed during the prose- 
cution of the prior application, the change in power of attorney (or 
authorization of agent) or correspondence address must b» identi- 
fied in the continuation divisional applicatipu. Otherwise, the 
Office may not recognize in me continuation at divisional appli- 
cation the change of power of attorney (qr authorization of aeeat) 
or correspondence address during the. prosecution of the prior 

application, e 

(5) A newly executed oath or declaration must be filefl in 
a continuation' or divisional application naming an inventor not 

' named in the prior application. ' 



IN GENERAL 

37 CFR 1.53(b) is the section under which all appli- 
cations are filed EXCEPT: (A) an application result 
ins from entry of an jntematipnal application into the 
national, stage under 35 U.S.C. 371 and ** 37 CFR 
1495; (B) a provisional application under 35 U.S.C. 
iH(b) and 37 CFR 1.53(c); or (C) a continued prose- 
cution application (CPA) under 37 CM 1.53(d). 
Applications submitted under 37 CFR 1.53(b), as well 
as CPAs submitted under 37 CFR 1.53(d), are applica- 
tions,. filed under 35^ U-S.C. U|(a).. Ai application 
filedf under 37 CFR 1.53(b) may be an original, a con- 
tinuation, a divisional, a contmu&tion-in-part, or a 
substitute. (See MPEP § 201.09 *°* substitute appli- 
cation.) The application may be for a "utility" patent 
under 35 U.S.C. 101, a design patent under 35 U.S.C 
171, a plant patent under 35 U.S.C. 161, or a reissue 
under 35 U.S.C, 251. 

37 CFR 1.53(b) is the "default" application. An 
application that is not (A) the result of the entry of an 
international application into the national stage after 
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compliance with $5 U*S& 371 and ** 37 CFR 1.495, 
,(B) a provisional application' under 9V CFR 1.51(c), 
or (C) a CPA under 37 CFR 1 .53(d), is ali application 
filed under 37 CFR 1.53(b), An application will be 
treated as one ^le4»undex 37 CFR 1.53(b) unless oth- 
erwise desigri#t6d^' f 

In order to 60 complete^ for filing date purposes, all 
applications ^ed ^ncjer H CFR 1.53(b) must include 
a specification as prescribed by 35 U.S.C. 112 con- 
taining a description pursuant to 37 CFR 1.71 and at 
lease one claim pursuant to 37 CFR 1-75, and any 
drawing reqbired by 37 CFR L81(a). The statutory 
filing fee and in oath or declaration in compliance 
witl* 37 GFR 1.63 (and 37 CFR 1.175 (if a reissue) or 
37 CFR L162 (Jf for a plant patent)) are also requited 
by 37 CFR 1.51(b) for a complete application, but the 
filing fee and oath of declaration may be filed after 
the application filing date upon payment of the sur- 
charge set forth in 37 CFR 1.16(e). See 37 CFfe 
1.53(f). ' 

, Any application filed on or after December 1, 1997, 
which is identified by the applicant as an application 
filed under 37 CFR 1.60 will be processed as an appli- 
cation under .37 C!FR 1.53(b) (using the copy of the 
specification, drawings and signed oath/declaration 
filed in thp prior application supplied by the appli- 
cant). Any submission of an application including or 
relying on a copy of an oath or declaration that would 
have been proper under 37 CFR 1,60 will be a proper 
filinjg under 37 CFR 1.53(b). 

A new application containing a copy of an oath or 
declaration under 37 CFR 1.63 referring to an 
attached specification is indistinguishable from a con- 
tinuation or divisional application containing a copy 
of an oath or declaration from a prior application sub- 
mitted pursuant to 37 CFR 1.63(d). Unless an applica- 
tion is submitted with a statement that the application 
is a contrarian or divisional application, see 37 CFR 
1.78(a)(2), the Office will process the applicatiqn as a 
new non-continuing application, Applicants are 
advised to clearly designate any continuation, divi- 
sional, or continuation-in-part application as such to 
avoid the issuance of a filing receipt that does not 
indicate that the application is a continuation, divi- 
sional, or continuation-in-part, 



OATH/DECLARATION 

37 CF$ l ( ^3(d) provides that a newly executed 
oath or declaration is not required in a continuation or 
divisional application filed by all or by, fewer than all 
of the inventors named in . a prior nonpxoyUional 
application containing a signed oath or declaration 3? 
required by 37 CFR 1.63, provided that a copy of the 
signed oath or declaration filed the prior applica- 
tion i^ submitted for die continuation or divisional 
application and the specification and drawings filed in 
the continuation or divisional application do not con- 
tain any subject matter that would have been new 
matter in the prior application. The copy of the oath or 
declaration must show the signature of the inventdr(s) 
or contain an indication thereon that the oath ©^decla- 
ration Was signed (e.g>, the notation "kr on thb line 
provided for the signature), 

Ic is not nepessary to have the inventor sign a new 
oath Or declaration merely to include a reference to 
the duty of disclosure if die parent application was 
filed prior to January 1, 1978, to indicate that the 
inventor has reviewed and understands the contents of 
the application if the parent application was filed prior 
to October 1, 1983, or to indicate the inventor's post 
office address if the parent application was filed prior 
to December 1, 1997, and the inventor's mailing or 
post office address is identified elsewhere in the appli- 
cation. 

When a copy of an oath or declaration from a prior 
application is filed in a continuation or divisional 
application Under 37 CFR 1.53(b), special care should 
be taken by the applicant to ensure that the copy is 
matched With the correct application file. Applicant 
should file the copy of the oath or declaration with a 
cover letter explaining that the copy of the oath or 
declaration is for the attached application or for a pre- 
vioudy-filed 37 CFR 1.53(b) application (identified 
by application number which consists of a two-digit 
series code, e,g M 08/, and a six-digit serial number, 
e.g., 123,456). An adhesive label may be attached to 
the front of the copy of the oath or declaration. The 
label should clearly state that the copy of the oath or 
declaration is intended fot the attached application 
submitted therewith or for Application No. XX/ 
YYY.YYY. During initial processing, attachments 
(e.g,; a cover letter) to application papers may be sep- 
arated. Therefore, applicant should not rely solely 
upon a cover letter. Note: 37 CFR 1.5(a) states thatno 
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correspondence relating to an application should be 
filed prior to receipt of tbe application number infor- 
mation from the Patent and Trademark Office. 

37 CFR 1.63(d) requires, a copy of tiie signed, oath 
or declaration from the prior application. In instances 
in which the oatti or declaration filed in the prior 
application is itself a cogy of an oath or declaration 
from a prior application, either a copy of the copy of 
the oath or 'declaration in the prior application or a 
direct copy of the Original oath or declaration is 
acceptable, as bom' are a copy of the oath « : dectaa- • 
Hon in the prior application, see 37 CFR 1 .4(4)(1)W' 
The patent statute arid rules of practice do not 
require that an oath or declaration 'include a date of 
execution, and no objection should be made to an oath 
or declaration because it lacks either a recent date of 
execution or any date of execution. The applicant s 
duty of candor and good faith including compliance 
with the duty of disclosure requirements of 37 CFR 
1.56 is continuous and applies' to the continuing appli- 
cation. _ . 

A newly executed oath or declaration is required in 
a continuation or divisional application filed under 
37 CFR 1.53(b) naming an inventor not named in the 
prior application, and in a continuation-in-part appli- 
cation. 

SPECIFICATION AND DRAWINGS 

A continuation or divisional application may be 
filed under 35 U.S. C. 111(a) using the procedures set 
forth in 37 CFR 1.53(b), by providing: (A) a copy of, 
the prior application, including a copy of the .s||ned 
oath or declaration in such prior application, as^t 
(B) a new specification and drawings and a copy 
the signed, oath or declaration as filed in the pxfc 
application provided the new specification and draw, 
iogs: do not contain ftoy subject matter that would 
have been new matter in the prior application; or (C) a 
new specification and drawings and a newly executed 
oath or declaration provided the new specification and 
drawings do not contain any subject matter that would 
have been new matter in the prior application. If a 
continuation or divisional application filed with a 
newly executed oath or declaration contains subject 
matter that would have been new matter in the prior 
application, the application will have to be amended 
to indicate that it is a continuation-in-part application 
rather than a continuation or a divisional application, 



The specification and drawings » "Jf^SJ " 

divisional application « ™ der *J ^ 
not limited to a reproduction or >ue copy of he 
prior application, U £ the applicant nW<W;*f 
Legation for clarity or contextual. purposes vw^- 
vis the specification originally filed in the prior apph- 
cation in the manner that an applicant may file a sub- 
stirute specification, sec 37 CFR 1.125 or amend the 
drawings of an application so long as it does no result 
in (he introduction of new matter. It is *e applicant s 
responsibility to review any ne* specificatian or 
d^ngS Emitted for a ^^otdivis^nal 
application under 37 CFR 1 .53(b) and 37 CFR 1.63(d) 
to determine that it contains no new matter* An appli- 
cant is advised to simply file a continuing application 
With a newly executed oath or declaration when it is 
questionable as to whether me continuing application 
adds material that would have, been new matter if pre- 
sented in the prior application. If one or more claims 
are allowed in the continuation or divisional applica- 
tion which are directed to matter shown and described 
in the prior nonprovisional application but not 
claimed in the prior application, the applicant should 
be required to file a supplemental oath or declaration 
under 37 CFR 1.67(b). 

Where a copy of me oath or declaration from a 
prior application was filed in a continuation or divi- 
Sidnal application if die, examiner determines that 
new matter is present relative to the prior application 
the examiner should so notify the applicant m the next 
Office action (preferably the .first, Office action) The 
examiner should require: (A) a new oath 
tion along with the surcharge set forth, in 37 CM* 
1.16(e); and (B) that the application be redesignated 
as a continuation-in-part. 

* >Any utility or plant patent application, including 
any continuing application, that will be published pur^ 
suant to 35, U.S.C. 122(b) should be filed under 
37 CFR 1.53(b) with a specification (mcludtng tiie 
claims), and drawings, that the appUcant would Ute to 
have published. This is important because «* Office 
will generally publish the specification ^eluding .the 
claims) and drawings as filed and, under 35 u s u 
154(d), a patentee may obtain provisional r^ts if the 
invention claimed in a patent is substantially identcal 
to the invention claimed in the appUcatton pubhea- 
tion. Filing a continuing application under 37 -cfk 
1.53(b) With a preliminary amendment (which makes 
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TYPES, CROSS-NOTING, A] 

all the desired changes to the specification, including 
adding, deleting or amending claims) is NOT recom- 
mended because the changes made by the preliminary 
amendment will generally hot be reflected in the 
patent application publication even if the prelipunary 
amendment is rftfeited to in an oath or declaration. As 
noted above, a continuation or divisional application 
filed uncjer 37 CFR l*53(b) ; may be filed with a new 
specification and corrected drawings, along with a 
copy of an oath or declaration from a prior (parent) 
application, provided the new specification and draw- 
ings do not contain any subject matter that would 
have been new matter in the prior application, Thus, 
the new specification and corrected drawings may 
include some or all of the amendments entered during 
the prosecution of the prior Applications), as wejl as 
additional amendments submitted for clarity or con* 
textual purposes, and a new set of claims, In order to 
have a patent application publication of a continuation 
or divisional application contain only a desired sec of 
claims, rather than the set of claims in the prior appli- 
cation, it is strongly recommended that the continua- 
tion or divisional application be filed under 37 CFR 
1.53(b) with a new specification containing only the 
desired set of claims. If the continuation or divisional 
application is filed with a copy of the specification 
from the prior application along with a preliminary 
amendment which cancels, amends and/or adds, new 
claims, publication of thp application, as amended, 
would only occur if a copy of the specification (with 
the amended set of claims) was also submitted 
. through the Office's Electronic Filing System (EFS).< 

INCORPORATION BY REFERENCE 

'>/ In a continuation or divisional application, the safe- 
guard (petition and fee under former 37 CFR 1.60(b)) 
concerning the filing of an application 1 lacking all of 
the pages of the specification or sheets of drawings of 
the prior application has not been retained in 37 CFR 
1.53(b) since the specification and drawings of a con- 
tinuation or divisional application are not limited to 
a reproduction or a "tnje copy" of the prior applica- 
^tion. As a safeguard, however, an applicant may 
incorporate by reference the prior application by 
including, in the continuation or divisional applica- 
tion-as-filed, a statement that such specifically enu- 
merated prior application or applications are ''hereby 



STATUS OF APPLICATION 201.Q$(c) 

incorporated herein by reference." The statement 
may appear in the specification or in the application 
transmittal letter. The incorporation by reference 
Statement can only be relied upon to permit the enter- 
ing of a portion of the prior application into the con- 
tinuation or divisional application when the portion of 
the prior application has been inadvertently omitted 
fiom the submitted application papers in the continua- 
tion or divisional application The inclusion of this 
incorporation by reference of the prior application(s) 
will permit an applicant to amend the continuation or 
divisional application to include any subject matter in 
such prior application^), without the ne$d for a peti- 
tion provided the continuation or divisional applica- 
tion is entitled to a filing date notwithstanding the 
incorporation by reference. 

A priority claim under 35 U,S,C. 120 in a continu- 
ation or divisional application does not amount to an 
incorporation by reference of the application(s) to 
which priority is claimed. 

For the incorporation by reference to be effective 
as a proper safeguard against the omission of a por- 
tion of a prior application, the incorporation by refer- 
ence statement must be included in the specification- 
as-filed, or transmittal letter-as-filed, or in an amend- 
ment specifically referred to in an oath or declaration 
executing the application. >An incorporation by refer- 
ence statement added after an application's filing date 
is not effective because no new matter can be added to 
an application after its filing date (see 35 U.S.C. 
132(a)), If an incorporation by reference statement is 
included in an amendment to the specification to add 
a benefit claim under 35 tLS^C. 120 after the filing 
date of the application, the amendment would not be 
proper. When a benefit claim under 35 U.S.C. 120 is 
submitted after the filing of an application, the refer- 
ence to the prior application, cannot include an incor- 
poration by reference statement of the prior 
application. See Dart Indus* v. Banner, 636 F.2d 684, 
207 USPQ 273 (CA.D.C. 1980).< 

Mere reference to another application, patent, or 
publication is no; an incorporation of anything therein 
into the application containing such reference for the 
purpose of the disclosure requited by 35 ILS,C 112, 
first paragraph, In re de Seytrsky, 474 F.2d 671, 177 
USPQ 144 (CCPA 1973). See MPEP § 608.01(p). 
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Period ' 



^ J/ie MAILING DA TE of this caro/wn/es tfon appears on the cover s/ieef vWtfi tfre carrwpanten™ r 

WReply ' 1 * ' "" L V.. 7* 7 7 77 , t .\ , 



emWW^ ' "77' vK^wv; 

, V* E*wnsiofia ot'iliTwi rWb* M||ab|e Mndpfth® provisions of 37 CFR 1 ,1 38(a). fn no event, however* rpay a reply t* l|me|y filed 

1 after SIX (e) MONTHS from It)* rpall'nfl date of 1Mb eotnmunlcatlan. - 1 ■ , ■ , ' , 

1 If fcf>a period for reply spacliwcj above la lees than tMfty (30) rteyfi, 9 reply within flo statutory minimum of (flirty (M) days w||| considered 1|mo|y. 
"'. T/i If NO period fpr reply Ie spaclflad above, lh* maximum statutory parted will apply and will eMplr» SIX (a) MONTHS from the mailing date gf this awnmMnleatlon. 
FallurB reply within th« sit or extended parfod for reply Will, by statute, cau«a the a^lcatfan to become ABANDONED (36 U.S.C. § 133). 
- Any reply received by ihe Office later thai) throe months after |ho mailing dale of (his communication, even If l|me|y died, may reduce any 
eem»d patent term adjustment, See 37 CFH 1 -704(b), 

Status 

1 )EI Responsive to communicatjon(s) filed on 23 June 2003 . 
2a)P This action Is FINAU 2b)g| This action is non-final. 

3) P Since this application is in condition for allowance except for formal matters, prosecqtion as to the merits is 

dosed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 11, 453 O.G. 21 3, 

Disposition of Claims 

4) |2 Claim(s) 77-26 |s/are pending In the application, 

4a) Of the above c)aim(s) is/are withdrawn from consideration. 

5) Q Claim(s) , is/are allowed. 

6) ^3 Claim(s) 17.20 and 22-28 is/are rejected- 

7) EI Claim(s) 18.19 and 21 Is/are objected to, 

8) p Clairn(s) , are subject to restriction and/or election requirement, 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) P The drawlng(s) filed on is/are: a)P accepted or h)P objected to by the Examiner. 

Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1<B5(a). 
Replacement drawing sheet(s) including the correction Is required If the draw[ng(s) is objected to. See 37 CFR 1.121(d). 

1 1) P The oath or decoration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) p Acknowledgment is made of a claim for foreign priority under 35 U.S.C, § 119(aKd) or (f). 

a)pAll b)P Some*c)P None of; 

1. P Certified copies of the priority documents have been received, 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. P Copies of the certified copies of the priority documents have been received in this National stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) P Acknowledgment is made of a claim for domestic priority under 35 U.S.C, § 119(e) (to a provisional application) 

since a specific reference was Included in the first sentence of the specification or in an Application Data Sheet, 
37 CFR 1.78. 

a) P The translation of the foreign language provisional application has been received. 

14) P Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 ,76. 
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4) P Interview Summary (PTO-413) Paper |Mo(s). 

5) □ No«ce of Informal Patent r^ppHpaffon (FTO-152) 
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Application/Control Number: 09/829,63 1 Page 2 

Art Unit; 1631 

DETAILED ACTION 

" ' ' ; , ,/J Applicant's ar^umehts filed 6/23/03 have been My considered but they are not 
persuasive. 

Claims 17-28 are under consideration by the examiner. 

The text of those sections of Title 35, U.S. Code not included in this action cpn be found 
in a prior Office action. 

Oath/Declaration 

It is maintained that in view of originally filed claims 1-16 in this application, this 
application remains a continuation-in-part application and a new oath is required as set forth in 
the prior Office action. The status as a continuation-in-part application will not change even if 
the presently pending or any future claims have basis in the parent applications and are granted 
benefit of that priority date. Once again, as filed , this application constituted a continuation-in- 
part application. Applicant's arguments on this point are not germane nor do they dispute that 
originally filed claims 1-16 were not supported by the parent application, 

Priority 

Applicant* is requested to update the status of all applications referenced throughout the 
specification. 

Claim Rejections - 35 U$C § 1 12 
Claims 17, 20, and 22-28 are rejected under 35 'U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventors), at the time the application was filed, 
had possession of the claimed invention. This is a new matter rejection. 
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For the purposes of discussing the new matter rejection, basis for the present claims will 



this document, 

Claim 17, part (c) is directed to nucleotide sequences that hybridise under particular 
conditions and encode a serotonin receptor protein St-B17, 

Example 9 at page 22 discloses using the rat St-Bl 7 serotonin receptor sequence 
fragments and conditions named in part (c) to clone the human sequence from a particular human 
genomic library (Stratagene # 946205), There is no contemplation of generic St-Bl 7 sequences 
encoding receptors from other species that would hybridize to the recited restriction fragments 
under the recited conditions. This specific example is not considered to demonstrate 
contemplation of the generic invention now claimed- 

None of the portions of the specification pointed to by applicant show contemplation for 
the embodiments encompassed by part (c). 



Claims 17, 20, and 22-28 are rejected under 35 U.S.C. 102(b) as being anticipated by 
either of Sibley et al. (WO 94/103 1 0) or Sibley et al. (EP 0 558,912 Bl). 



4/10/01 and both Sibley et al. (WO 94/10310) and Sibley et al. (HP U 558,912 Bl ) are valid prior 
art under 35 U.S.C. 102(b). Claim 17, part (c) is not supported by the instant application nor any 
of the priority documents and is properly denied benefit. 

Both Sibley et al. (WO 94/10310) and Sibley et al. (EP 0 558,912 Bl) disclose cloning 
and expression of the rat and human St-Bl 7 serotonin receptor. Vectors and host cells are 




Claim Rejections - 35 USC §102 



As presently written, these claims are entitled to benefit ofihe instant filing date of 
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disclosed 



The sequences disclosed would meet the limitations of part (c) of claim 17. See ( 

" v j y ■,,,.■„■. f ' • . , ..... • >•;«? 1 1 !^%^^Jf^tf'S^r- '^'f^^j^'^ '■' !; ^W 

Stract;' elaima, and figures, In particular, claim 1 part (c) of Sibley "etaj. flBP 0558,912 Bl) 

reflects the same language as instant claim 17, part (c). It is noted that the instant application 

does not claim priority to this document and what is contemplated in this European patent is not 

found in fee instant application, parent application 08/428,242, PCT/US93/10296 nor parent 

application 07/970,338. 

Conclusion 

Claims 18, 19, and 21 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form, 

Any inquiry concerning this cpmmunication or earlier communications from the 
examiner should be directed to Marianne P. Allen whose telephone number is 703-308-0666. 
The examiner can normally be reached on Monday-Thursday, 5:30 am - 1:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 703-308-4028. The fax phone number for the 
organization where this application or proceeding is assigned is 703-305-3014. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is, 703-308-0196. « 

Marianne P. Allen 
Primary Examiner 
Art L'nii 1631 

mpa 



